THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the
Boar d.

Paper No. 20

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte PETER J. TW ST

Appeal No. 1996-1675
Application 08/317,977*

ON BRI EF

Before WNTERS, METZ and JOHN D. SM TH, Admi ni strati ve Patent
Judges.

METZ, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal under 35 U.S.C. § 134 fromthe
examner's refusal to allow clains 1 through 5, 7 through 10

and 12 through 18, all the clainms remaining in this

Application for patent filed Cctober 4, 1994.
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application.?

Al t hough appellant originally requested an oral hearing
in this appeal (Paper Nunmber 17), appellant has now wai ved his
request for oral hearing (Paper Nunber 19). Accordingly, we
shal | decide the issues before us based solely on the
argunents in appellant's brief and reply brief (Paper Nunbers
12 and 14) and the exam ner's answer (Paper Nunber 13) and the
exam ner's response to appellants' reply brief, such as it is
(Paper Nunber 16).

THE | NVENTI ON

The clained invention is directed to aqueous conpositions
useful in color photography. The conpositions are said to be
useful as redox anplifiers and conprise, in particular anmunts
and at a particular pH, a color devel opi ng agent and hydrogen
peroxi de or a conpound whi ch provides hydrogen peroxi de and an

hydroxyl am ne or salt thereof. Appellant also clains the

2 Appellant's brief includes claim6 in the appendi x,
"Clains on Appeal". Nevertheless, claim6 was cancel ed by
appel l ant in Paper Nunber 4. Accordingly, claim6 fornms no
issue in this appeal.
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nmet hod of devel opi ng an i nagewi se exposed col or phot ographic
el ement by using appellant's conpositions described above.

Claims 1 and 12 are reproduced below for a nore facile
under st andi ng of the appeal ed subject matter.

1. An aqueous redox anplifier conposition
conprising a col our devel opi ng agent, hydrogen
peroxi de or a conpound whi ch provides hydrogen

per oxi de and hydroxylam ne or a salt thereof wherein
t he concentration ranges are:

hydrogen peroxide fromO0.5 to 10 m /| (as
30% w w sol ution),

hydr oxyl am ne or a salt thereof from
0.25 to 5.5 g/l (as hydroxyl am ne sul phate), and

wherein the pHis in the range
of from1l to 12.

12. A method for
processi ng an i magew se exposed col or phot ographic
el enment conprising contacting said elenent with an
aqueous redox anplifier conposition conprising a
col our devel opi ng agent, hydrogen peroxi de or a
conmpound whi ch provi des hydrogen peroxi de and
hydroxyl am ne or a salt thereof wherein the
concentration ranges are:

hydrogen peroxide fromO0.5 to 10 m /Il (as 30%
w w sol ution),

hydroxyl am ne or a salt thereof fromO0. 25
to 5.5 g/l (as hydroxylam ne sul phate), and

wherein the pHis in the range
of from1l to 12.

The references of record which are being relied on by the
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exam ner as evidence of obvi ousness are:

Nakamura et al. (Nakanura) 4,414, 305 Novenber 8,
1983
| wano 4,954, 425 Sept enber 4,
1990

Clainms 1 through 5, 7 through 10 and 12 through 18 stand
rejected under 35 U . S.C. § 103 as being unpatentable fromthe
di scl osure of Nakanura or Nakanura considered with Iwano. W
affirm

OPI NI ON

Qur analysis of the issues presented for our
determ nation begins with an analysis of appellant's clained
subject matter. As so-called "conprising"” clains, the
appeal ed clains do not exclude either unrecited or even

undi scl osed ingredients or steps. 1n re Baxter, 656 F.2d 679,

686, 210 USPQ 795, 802 (CCPA 1981). Accordingly, the clains
enbrace, but are not limted to, aqueous conpositions which
i nclude an unidentified "col our devel opi ng agent"”, hydrogen
per oxi de or a conpound whi ch provi des hydrogen peroxi de and
hydroxyl am ne or a salt thereof and wherein the peroxide or
per oxi de form ng conpound and the hydroxyl am ne or salt
thereof are present in particular amunts. The pH of the

aqueous conpositions is in the range of from1ll to 12.
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Nakanmur a di scl oses aqueous conpositions useful for
devel opi ng i magew se exposed silver halide col or photographic
materials. The solution, denom nated a "nono-bath type
i ntensifying devel opi ng solution”, includes hydrogen peroxide
or a conpound capabl e of rel easi ng hydrogen peroxide and a
col or devel opi ng agent (columm 3, lines 44 through 53). The
i ngredi ents which nake up the devel opi ng solution are well -
known and include buffering agents (colum 12, lines 3 through
25); and, stabilizers for the peroxide (colum 12, lines 26
through 48). The pH of the solution is within a range of from
7 to 14, preferably between 8 and 13 (columm 12, |ines 58
t hrough 63). Hydroxylam ne sulfate may be further added to the
solution (colum 13, lines 17 through 19). The intensifying
solutions may contain a variety of other ingredients,

i ncluding at | east one devel opi ng agent, and ot her conpounds
known as conponents for devel opi ng solutions (colum 17, |ine
29 through colum 22, line 31). Exanple 1 describes an aqueous
devel opi ng sol ution including hydroxylam ne sulfate at a pH of
10.1 and an aqueous devel oping intensifying solution including
hydr ogen peroxi de and a buffering agent at a pH of 11.0.

Exanpl e 3 di scl oses an aqueous devel opi ng i ntensifying
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solution including a buffer and a hydrogen peroxide at a pH of
11. 0.

| wano di scl oses an aqueous nonobat h devel opnent -
i ntensifying solution containing hydrogen peroxide or a
conmpound whi ch rel eases hydrogen peroxi de and a col or
devel opi ng agent (columm 3, lines 9 through 23; columm 5,
lines 64 through 68). The aqueous solution nay be used in any
one of known systens useful for perform ng nonobath type
color-intensifying processing (colum 4, lines 49 through 54)
and include coating devel opnent nethods where a first solution
cont ai ning a col or-devel opi ng agent and second sol ution
cont ai ni ng hydrogen peroxide or a conpound which rel eases
hydr ogen peroxi de nmay be used separately successively or the
first and second solutions my be mxed to forma single
solution followed by application of the single solution
(colum 5, lines 21 through 29). The pH of the nonobath
devel opnment-intensifying solution is 9 or higher, preferably
from1l0 to 12 (colum 5, lines 61 through 63). Hydroxyl am ne
sulfate is disclosed as an additive which may be further
i ncluded in the devel opnent-intensifier solution (colum 12,

lines 3 through 5). A variety of other additives nmay be
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i ncluded in the agqueous conpositions (colum 13, |ine 42
t hrough colum 15, line 23), including buffering agents
(colum 15, lines 1 through 9). A developing intensifier

i ncl udi ng hydrogen peroxide, a buffering agent and having a pH
of 11.0 is disclosed at colum 18, lines 14 through 68 and
colum 20, lines 58 through 68.

We agree with the exam ner's conclusion that Nakanmura is
evi dence that the conbination of a col or devel opi ng agent,
hydr ogen peroxi de and hydroxyl am ne sulfate is suggested by
and therefore obvious fromthe disclosure of Nakanmura al one
or, Nakamura considered with Iwano. As specifically noted by
t he exam ner, Nakamura discloses in two exanples (Exanples 1
and 3) an aqueous conposition including hydrogen peroxide, a
col or devel oper and a buffering agent. The pHin Exanples 1
and 3 of the developing-intensifying solutionis 11.0. 1In
i ght of Nakanmura's express disclosure that conpounds which
make up known devel opi ng sol utions may be added to the
i nt ensi fyi ng-devel opi ng sol ution and because hydroxyl am ne
sulfate is specifically disclosed as a conmpound which may be
further added to the aqueous solution, indeed it is present in

both Exanples 1 and 3, the person of ordinary skill in the art
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woul d have been notivated to add hydroxylam ne sulfate to the
i ntensi fyi ng-devel oper solution. The buffering agent woul d, by
definition, be expected to naintain the pH of the

i ntensi fyi ng-devel oper solution at 11.0, even with the further
addi ti on of hydroxylam ne sulfate. Accordingly, there would
have been a reasonabl e expectation of obtaining the pH clained
by appellant for his conposition when foll ow ng the express

di scl osure of Nakanur a.

Further, Iwano expressly discloses that it is
conventional in the art to conbine col or devel oper sol utions
wi th peroxide solutions to forma single solution for
devel opi ng i mages. Accordingly, Iwano provides further
notivation for conbining the col or devel opi ng solutions from
Exanples 1 and 3 of Nakanmura with the devel opi ng- intensifying
solutions in Exanples 1 and 3 of Nakanmura. Again, the
presence of a buffering agent in the devel oping-intensifying
sol uti on woul d have provi ded a reasonabl e expectation to the
routi neer of obtaining a pH of 11.0 after the two sol utions
wer e conbi ned.

Accordingly, for all the above reasons, we concl ude that

t he exam ner has established by a preponderance of evidence
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that the appeal ed subject matter woul d have been prinma facie
obvious to a person of ordinary skill in the art at the tine
appel lant's inventi on was nade.

Havi ng concl uded that the exam ner has made out a prinma

facie case of obviousness with respect to the appeal ed subj ect

matter, it is necessary for us to consider appellants

rebuttal evidence and to reconsider the prima facie case anew

inlight of all the evidence. |In re Piasecki, 745 F.2d 1468,
1472, 223 USPQ 785, 788 (Fed. Cir. 1984).

Appel I ant' s evi dence of non-obvi ousness conprises the
exanples in his specification and, nore particularly, Exanple
5 on pages 14 through 16 of the specification. Appellant
urges that the data therein establish the criticality of the
pH in appellant's conpositions and the critical relationship
bet ween hydroxyl am ne and hydrogen peroxide at a "critical
pH." (see pages 4 and 5 of the reply brief).

Appel l ant, as the party asserting the clained invention
yi el ds unexpected or inproved results conpared to the prior
art, bears the burden of establishing the conmparison is truly
probative and that the argued results in the declaration are

i ndeed unexpected or inproved. 1n re Klosak, 455 F.2d 1077,
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1080, 173 USPQ 14, 16 (CCPA 1972). 1n re Hoch, 428 F.2d 1341

1343, 1344, 166 USPQ 406, 409 (CCPA 1970).

In submitting evidence asserted to establish unexpected
or inproved results, there is also a burden on the party
submtting the evidence to indicate how t he proposed
conparison clainmed to represent their clainmed invention is
considered to relate to the exanples intended to represent the
prior art and, particularly, how the exanples said to be
representative of the prior art do, in fact, represent the

scope of the prior art. See In re Borkowski, 505 F.2d 713,

718, 719, 184 USPQ 29, 33 (CCPA 1974); In re Goodman, 476 F.2d

1365, 1369, 177 USPQ 574, 577 (CCPA 1973). This appellant has

not done concerning the specification exanples.

The data in Table 9 at page 15 of the specification is
descri bed at page 14, lines 17 and 18 as being "based on DA4"
but "made up with different hydroxylamne levels." The
i ngredi ents which nake up "DA4" may be found at pages 13 and
14 of the specification. Although it would not be illogical

for us to presune fromsaid disclosure that the conpositions

10
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set forth in Table 9 are identical to the conposition of DA4
except for the anpunt of hydroxylam ne sul fate and peroxi de,
that information is sinply not set forth in appellant's
specification. Likew se, although it would not be ill ogical
for us to presune that each conposition set forth in Table 9
whi ch cont ai ns hydroxyl am ne sul fate has a pH of between 11
and 12 as required by the clains on appeal based on the
presence in DA4 of a buffering agent, no pH s are set forth in
Table 9 for any of the conpositions. Since appellant's
broadly disclosed pHrange is from10.5 to 12 (see page 3 of
the specification, lines 5 through 7 and line 20), it is also
possible that the pH s for the conpositions in Table 9 are
outside the clained range of from 11l to 12. Nevertheless, as

we have stated above, it is appellant's burden to explain how

the data relied on as evidence of unexpected or surprising
results is representative both of the scope of the prior art
to which it is to be conpared and the scope of the subject

cl ai med by appellant. Appellant has sinply not net his burden
of persuasion.

Mor eover, even assum ng, arguendo, that the conparison

bei ng suggested were not subject to different interpretations,

11
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because of the scope of appellants' clains, the showng in the
specification as filed is inadequate to overcone the prior art
rejection because it is not representative of the scope of
appellant's clains or the prior art. No claimon appeal is
limted to the conmbination of the specific ingredients or
steps described in Exanple 5 fromthe specification.

Mor eover, the exanple which is said to represent the prior art
is not adequately set forth.

We have not overl ooked the material submitted with
appellant's brief and discussed at pages 16 through 20 of the
mai n brief and pages 7 and 8 of the reply brief. However, 37
CF.R 8 1.195 does not permt the subm ssion of additional
evi dence after an appeal has been taken unl ess acconpani ed by
a show ng of good and sufficient reasons why the material was
not earlier presented. No such show ng of "good and
sufficient reasons" is of record. Accordingly, we have not
consi dered the Janes textbook for any reason in this appeal.

We have reconsidered the prima facie case anew in |ight

of all the evidence. In re Piasecki, 745 F.2d 1468, 1472, 223

USPQ 785, 788 (Fed. G r. 1984). However, for the reasons

expressed above, we find the evidence fromthe specification

12
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to be inadequate to overcone the prima facie case.
Accordingly, the decision of the exam ner is affirned.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CF. R 8§
1.136(a).

The deci sion of the exam ner i s AFFI RVED

AFFI RVED
SHERVAN D. W NTERS )
Adm ni strative Patent Judge )
)
)
g
ANDREW H. METZ ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
JOHN D. SM TH )
Admi ni strative Patent Judge )

AHM gj h
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Joshua G Levitt

East man Kodak Conpany
Pat ent Legal Staff
Rochest er, NY 14650-2201
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